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The Current Law of Trade-Marks and Unfair 
Competition in the United States 


This publication, issued monthly, contains all current decisions 
of the law of trade-marks, trade-names and unfair competition in 
the courts of the United States, and of the several States and in 
the United States Patent Office. The text of opinions, other than 
Patent Office decisions, is given in full so far as they relate to 
trade-marks, or allied subjects, with references to the official or 
other reports, if any, in which the cases are to be found, and with 
annotations and cross references, designed to illustrate the develop- 
ment and assist in the study of this branch of the law. 

It likewise contains the text of all legislative enactments of the 
several state legislatures, and of the federal congress, relating to 
the subject. 

Thus the publication embraces the entire body of current law 
in this important field within the United States, as announced by 
courts and legislative bodies from year to year. It includes also 
all treaties and conventions relating to trade-marks to which the 
United States is a party. Each annual volume is completed with 
an index, digest and table of cases, that makes its contents readily 
accessible for reference. ‘To these has been added a cumulative 
table of citations covering all the cases reported in the publication 
from the beginning. This feature adds immeasurably to the useful- 
ness of the publication and to the availability of the material con- 
tained in it. 

It is intended primarily for the use of lawyers and is edited 
with a view to their needs and requirements. The subscription 
price is SIX DOLLARS per year in the United States and Mexico; 
for other countries, add FIFTY CENTS. 

A limited number of volumes for previous years can be fur- 
nished at the following prices: 

Brown Cloth 

Brown Buckram 

Digest, vols. 1-14, inc. (either binding) 


Add to the above prices two and one-half percent for each year 


elapsed since year of publication, except in the case of the Digest. 
Transportation extra. 
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FEDERAL TrapE Commission v. HopokeN Wuire Leap anp CoLor 
Works, Inc. 


United States Circuit Court of Appeals, Second Circuit 
November 20, 1933 


Unratrr CoMPETITION—FeEpERAL Trap—E Commission Act—“Wuite Leap” 
AND “Zinc Leap”—VIo0LATION or “CEASE AND Desist’ Orper— 
ConTEMPT. 

Respondent, which had been ordered to “cease and desist” from 
using the trade-marks “White Lead” and “Zinc Lead” upon paint 
material put out by it which contained less than 50 percent of white 
lead, lead carbonate, lead sulphate or zine lead, held in contempt for 


violating the order by continuing to market the goods under brands 
and labels substantially the same. 


Unramr ComMPpetTiITION—FeEpERAL TrapeE ComMMIssion Act—INTERSTATE SALES 
—Wuat Constitutes. 


Where respondent, in order to avoid complying with a “cease and 
desist” order of the Federal Trade Commission had a subsidiary cor- 
poration formed in an adjoining state, to which it shipped its goods 
under the protested labels for resale to retailers in said state, held that 
it was no defense that the interstate sale of such products was accom- 
plished by means of a new corporation created by the respondent for 


that purpose. 
In equity. Action by the Federal Trade Commission to restrain 
unfair competition. On petitioner’s motion to punish respondent 


for contempt for violation of a “cease and desist” order. Motion 
granted. 


Robert E. Healy, Chief Counsel, of Washington, D. C., for 
Federal Trade Commission. 


Lewis, Garvin & Kelsey, of New York City, for respondent. 


Before Manton, Aveustus N. Hann, and Cuase, Circuit 
Judges. 


Manton, C. J.: The Federal Trade Commission, acting under 
the authority of section 5 of the Act of Congress approved Septem- 
ber 26, 1914, 38 Stat. 717, 719 (15 U.S.C.A. § 45), on June 10, 
1929, served upon the respondent its order to cease and desist in a 
proceeding before the Commission entitled “In the Matter of 
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Hoboken White Lead & Color Works, Inc., Docket No. 1565.” 
This proceeding was based upon a complaint, issued February 19, 
1929, pursuant to the statute, which charged the respondent with 
the practice of misbranding and misrepresenting its paint materials 
and paint pigments, sold and transported in interstate commerce in 
violation of the act declaring unfair methods of competition to be 
unlawful. In the same proceeding, on January 19, 1931, this court, 
upon consent of the parties, entered the following order: 


It is now further ordered, adjudged and decreed that the respondent, 
Hoboken White Lead and Color Works, Inc., its officers, agents, representa- 
tives, servants, and employees, cease and desist in the course or conduct 
of the sale of paint material or paint pigment in interstate commerce— 

(1) From using the words “White Lead,” or word or words of like 
import, upon the containers of, or with which to brand, label, represent, 
advertise, or describe, any such paint material or paint pigment which 
contains less than 50 percent white lead, lead carbonate, or lead sulphate; 
and, if and when said paint material or paint pigment is not composed 
wholly of white lead or of lead carbonate or lead sulphate or of the two in 
combination, but contains white lead, lead carbonate, or lead sulphate as 
its principal and predominant ingredient to the extent of not less than 50 
percent by weight of the product, from similarly using said words “White 
Lead,” or word or words of like import, unless immediately preceded in 
equally conspicuous form and color by a word or words clearly indicating 
that said paint material or paint pigment is not composed wholly of white 
lead. 

(2) From using the words “Zinc Lead,” or word or words of like 
import, upon the containers of, or with which to advertise, brand, label, 
represent, or describe any such paint material or paint pigment when said 
product is not in fact zinc lead or is not in fact wholly composed of zinc 
in combination with lead carbonate or lead sulphate. 


Service of a copy of this order was made January 21, 1931. 

Since that time, it is charged, the respondent has directly and 
indirectly caused its paint materials and paint pigments to be 
sold and transported in interstate commerce, to wit, from the State 
of New Jersey to the State of New York, under brands and labels 
in violation of this order. It is established by affidavits that on 
March 26, May 7, July 3, September 28, and October 15, 1931, it 
sold and transported in interstate commerce, from New Jersey to 
New York, to retail paint dealers, in sealed containers, paint ma- 
terials under various brands and labels affixed by respondent to 
such cans containing the paint and materials as follows: 
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One 


Contains 
Zine White 
White Lead 
Pure 
Linseed Oil 


ELYSIAN 


Master Painters 
NEW PROCESS 


ZINC LEAD 


Ground 
in 
Pure Linseed Oil 
The Paint With No Complaint 


WHITE 
Manufactured by 


HoBoKEN WHITE LeAD & CoLoR 
WoRKS, Inc. 


HoBoKEN, N. J. 


HOBOKEN WHITE LEAD 


1214 Ibs. 
New Process 
ZINC LEAD 
Combination 
Ground 
in 
Pure Linseed Oil 


& COLOR WORKS INC. 


New Process 
ZINC LEAD 


Combination 


Ground 
in 
Pure Linseed Oil. 


WORKS 29 
Gallon 


Used for 
Priming & 
Finishing Coats 
On Interior 

& Exterior 
Work 


It also established that the zinc lead product manufactured by 
the respondent in New Jersey, and which respondent caused to be 
marketed to and by the dealers in the State of New York, was a 
paint material or paint pigment which was not in fact zinc lead, 
nor was it in any way wholly composed of zinc in combination with 
lead carbonate or lead sulphite, but consisted principally of barium 
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sulphate, to wit, approximately 80 percent of pigment, and con- 
tained only about 20 percent of zinc with a trace of lead. 

On the labeled containers in which white lead was sold the 
words ““White Leader” were used as a brand, and were printed in 
large and conspicuous letters. These are words of like import as 
the words “White Lead.” They appear upon such brands and 
labels in the corresponding space occupied by the words “White 
Lead” in substantially similar labels and brands used on the con- 
tainers of paint material which respondent marketed and distributed 
in commerce prior to the entry of the order of this court. The term 
“White Leader” was developed by the respondent merely by adding 
the letters “er” to “White Lead.””’ The words “White Lead” used 
in the corporate name on the labels were printed in a conspicuous 
manner in much larger and heavier type than the balance of the 
words used in the corporate name. 

In truth, the paint pigment and paint material as described 
upon these containers did not contain white lead, lead carbonate, 
or lead sulphate to the extent of 50 percent of the pigment or of 
the product, nor did it contain white lead, lead carbonate, or lead 
sulphate as its principal and predominant ingredient to the extent 
of not less than 50 percent of the weight of the product, but con- 
tained principally barium sulphate, to wit, approximately 61 per- 
cent of the pigment, and lithopone, to wit, approximately 27 percent 
of the pigment, with only a trace of lead and the content of zinc 
to the extent of approximately 10 percent of the pigment. Such 
product is of substantially the same composition as the paint pig- 
ment and paint material marketed and distributed by the respondent 
in interstate commerce under the term “White Lead” prior to the 
entry and service of the order to cease and desist. The lithopone 
is a compound ingredient consisting of approximately 30 percent 
zinc sulphide and approximately 70 percent barium sulphate. 

After the entry of the order to cease and desist, the respondent 
organized the Hoboken White Lead & Color Works, Inc., a corpora- 
tion under the laws of the State of New York, while the respondent 
was a corporation organized under the laws of New Jersey. The 
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paint was manufactured by the New Jersey corporation, sent to 
the New York corporation, which did not manufacture, but it placed 
the labels upon the containers, and the paint material was sent 
forward to the customers in the same sealed container. The stock- 
holders and officers of the New York corporation were the same 
as those of the New Jersey corporation. Its sole function was to 
deliver to retail merchants, under these false and fraudulent labels 
prohibited by the court’s decree, the kind of paint referred to in 
that decree. 

To violate the order of this court, it is essential that it be estab- 
lished that the sale of the paint material be found to be in interstate 
commerce. Soliciting agents, in the name of the New York cor- 
poration, took orders from retail dealers in New York for respond- 
ent’s products which it delivered to the New York corporation by 
interstate transportation from its manufacturing plant in New 
Jersey, and the New York corporation delivered the product to 
the several retail dealers from whom orders had been procured. 
The respondent’s agents, officers, and employees, who organized the 
New York corporation and attempted to carry on the business in 
the manner described, are expressly enjoined by this court along 
with the respondent corporation. The respondent may act only 
through its officers, agents, and employees. Their acts are its acts 
when done in furtherance of respondent’s business. 

The answer filed expressly admits that the New York corpora- 
tion was created by respondent’s officers to deliver respondent’s 
product, which respondent could not itself deliver in New York 
under the label ‘“‘Zine Lead,’ without violating the order of the 
court. It is apparent that the respondent transports its containers 
and false labels separately to the office of its subsidiary in New 
York, there to be attached, and by this means they furnish to retail- 
ers a quality of merchandise which deceives the purchasing public. 
It is no defense that the interstate sale and delivery of respondent’s 
produce under these unlawful labels is accomplished by means of 


a new corporation which the respondent created for that purpose. 
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Prang Co. v. American Crayon Co., 58 F. (2d) 715 (C. C. A. 3) 
[22 T.-M. Rep., 240]. 

It is likewise clear that the respondent sells and delivers its 
product to the New York corporation in interstate commerce. The 
New York corporation is used merely as an instrumentality of the 
respondent, and makes delivery for it. The sales and the delivery 
of the product by the respondent to the dealers constituted inter- 
state commerce. The paint thus sold and transported is in a con- 
tinuous process of interstate shipment from the time it leaves the 


respondent’s factory until it reaches the several purchasers. An 
intervening sale would not terminate the interstate character of the 
transaction. Greater N. Y. Live Poultry Chamber of Commerce v. 
United States, 47 F. (2d) 156 (C. C. A. 2); Binder-up v. Pathé 
Exchange, 263 U. S. 291, 309, 44 S. Ct. 96, 68 L. Ed. 308. Nor 
did a temporary stoppage in the New York corporation’s place of 
business, and the subsequent transfer to other trucks for transpor- 


tation, change the character of that interstate commerce. Hughes 
Bros. Timber Co. v. Minnesota, 272 U. S. 469, 47 S. Ct. 170, 71 
L. Ed. 859, Wagner v. Covington, 251 U. S. 95, 104, 40 S. Ct. 93, 
64 L. Ed. 157, 168. 

Moreover, a device created for the purpose of changing trans- 
portation from interstate to intrastate commerce, between the fac- 
tory of the respondent and the place of business of its several pur- 
chasers, in an effort to evade the terms of the decree of this court, 
is legally ineffectual for that purpose. Baltimore §& O. S. W. Ry. 
v. Settle, 260 U. S. 166, 43 S. Ct. 28, 67 L. Ed. 189. 

The disobedience of the decree of this court thus entered con- 
stitutes a contempt with the inherent power of the court to adminis- 
ter punishment. The decree of this court bound the respondent 
perpetually in relation to the prohibited conduct not only within 
this circuit, but throughout the United States. Leman Adm’r v. 
Krentler-Arnold Hinge Last Co., 284 U. S. 451, 52 S. Ct. 238, 76 
L. Ed. 889. It is guilty of contempt by its willful conduct. A fine 
of $500 is accordingly imposed. 

Motion granted. 
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CoNnTINENTAL CorPorRATION, a corporation, and Purvis D. Jackson, 
doing business as Nationat Tuse Mre. Co. v. Nationa. 
Union Rapio Corporation 


United States Circuit Court of Appeals, Seventh Circuit 
December 21, 1933 


Trape-Marxks—CreatTion By Apoprion anp Use. 

A trade-mark is created chiefly by use, which must be general, 
continuous and exclusive and applied to goods used in trade under 
such circumstances as to show the intention to adopt the mark for 
specific goods. 

TrapE-Marks—DistInGuisHep FROM Grape Marxks—“NartionaL” on Rapio 
TUuBEs. 

Where one uses a mark to distinguish primarily the grade or 
quality of an article, such mark cannot be a technical trade-mark, but 
is rather a grade mark. The mere use of the word “National” as a 
grade mark by appellants, did not prevent appellee from gaining trade- 
mark rights therein on radio tubes of highest quality. 

TrapE-Marks—INFRINGEMENT—“NATIONAL” AND “NationaL UNION” oN 
Ravio TuBes. 

Where, after appellee had adopted the word “National” as a trade- 
mark to distinguish its radio tubes, which mark had, through wide 
use and advertising and adherence to the high quality standards, be- 
come known throughout the country as indicating exclusively com- 
plainant’s goods, the subsequent use by appellants of the words 
“National Union” with the word “National” made especially prominent 


on radio tubes of second grade, held unfair competition and was 
enjoined. 


In equity. Action for unfair competition and trade-mark in- 
fringement. From a decision of the United States District Court, 


Northern District of Illinois, dismissing appellants cross-complaint, 
appellants appeal. Reversed and remanded. 


Albert J. Fihe, of Chicago, Ill., for appellant. 
Jess S. Raban, of Chicago, Ill., and William L. Bowman, of 
New York City, for appellee. 


Before Sparks, FitzHenry, and Pace, Circuit Judges. 


FitzHenry, C. J.: This is an appeal from a decree in favor 
of appellee in an action commenced by it for trade-mark infringe- 
ment and for unfair competition. It confirms the report of the 
Special Master enjoining appellants Jackson and Continental Cor- 
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poration from using the trade-name “National Tube Mfg. Co.” 
and from using the word “National” as a trade-mark on radio 
tubes. It also dismissed the cross-complaint of appellants. 

The bill for trade-mark infringement and for unfair competi- 
tion was filed August 27, 1931. Appellants answered and filed 
their cross-complaint. When issues were joined the cause was 
referred to a Special Master to take evidence and make findings 
and recommendations. After hearings the Special Master prepared 
his report. Upon exceptions to the Master’s report and after 
further argument, the Special Master made some few changes in 
his findings and conclusions of law. The final report was filed; 
appellants filed their exceptions to it, and upon a hearing by the 
Court the findings and holdings of the Special Master were adopted 
and appellant’s exceptions overruled. A final decree was entered. 

The Special Master’s findings of fact were very minute and 
carefully made. The gist of the findings is, that appellants bought 
radio tubes in the open market wherever they got the best prices, 
graded them themselves as first and seconds; the highest types 
were graded “A,” or “Firsts”; the second grade was “B” and the 
poorer qualities given other grades; that “National” was the grade- 
mark used by appellants on second grade, “B” tubes. In other 
words, that with appellants the word “National” was a grade mark 
and not a trade-mark; that their advertising and methods of doing 
business were unfair and appellants were guilty of unfair com- 
petition, as charged in appellee’s bill of complaint. 

Respecting the trade-mark infringement, appellants admit that 
the radio tubes manufactured by appellee are sold under the trade- 
mark of “National Union” with “National” marked in prominent 
type or design and “Union” in minor type or design, and its tubes 
are generally known among jobbers, distributors, set manufac- 
turers and radio set users as “National” tubes. That the trade- 
mark is affixed to all radio tubes and packages containing appellee’s 
products; that the trade-marks “National” and ‘National Union” 
are an arbitrary designation and were selected and adopted by 
appellee and its predecessor in interest in or about the year 1926 
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to designate the goods marketed by appellee and its predecessors; 
that these trade-marks have been continuously used by appellee and 
its predecessors have sold millions of dollars worth of radio tubes 
bearing the trade-marks “National” and “National Union” in the 
City of Chicago and elsewhere throughout the United States; that 
a certificate of registration was granted by the United States Patent 
Office of a trade-mark bearing said words on August 4, 1931. 

Appellants do not deny any of the allegations of paragraphs 
“10,” “11,” “12,” and “13” of the bill showing appellee was capi- 
talized for one million shares at no par value, which were offered 
and sold to the public at $40.00 per share; that said capital stock 
is listed upon the Chicago Stock Exchange and New York Curb 
Exchange, and the company is one of the leading tube manufac- 
turers, both financially and in volume of business; that by reason 
of the high standard of merit, quality and excellence of appellee’s 
tubes, it has become one of the leading manufacturers of radio tubes 
in the United States and throughout the world, and has built a 
large and valuable business and good-will throughout the United 
States and foreign countries. 

That by reason of the superior quality and workmanship of 
appellee’s radio tubes sold under the trade-mark “National” and 
“National Union,” numerous radio set manufacturers have adopted 
said tubes exclusively for their radio sets and that all radio tubes 
are manufactured and distributed under a license granted by the 
Radio Corporation of America and pursuant to the patents owned 
and controlled by said corporation; that not only has appellee spent 
hundreds of thousands of dollars in advertising “National” and 
“National Union” tubes in the United States and elsewhere but 
that many of its jobbers, distributors, etc., have spent sums aggre- 
gating in excess of a million dollars, so that the public has come to 
look upon “National Union” and “National” tubes as the outstand- 
ing independent radio tube manufactured in the world. 

The bill alleges that as of July 21, 1931, appellee for the first 
time had any knowledge that the National Tube Mfg. Co. was 


advertising and selling a radio tube under the name of “National’’ 
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and immediately gave written notice of infringement and of viola- 
tion of its rights and that appellants refused to desist from using 
said trade-mark “National.” 

Allegations respecting unfair competition are to the effect that 
appellants were falsely palming off their goods as and for appel- 
lee’s; unfairly relying upon the reputation of and demand for ap- 
pellee’s tubes by the public; selling “National” tubes at twenty- 
five cents each, which was less than cost of appellee’s tubes, and 
advertising in such a way as to cause the public generally to be 
deceived, thus working irreparable injury to the commercial and 
financial standing of appellee. These allegations were denied. 

All of appellee’s allegations contained in its bill and many more 
facts respecting unfair competition which were unknown to appellee 
at the time the bill was drawn were conclusively proved to the 
satisfaction of the Special Master, as is shown by the findings of 
fact contained in his report. 

The counter-claim and cross-complaint for alleged trade-mark 
infringement on the part of appellee claims damages of $500,000. 
It sets forth innumerable allegations of fraud, deceit, slander and 
libel on the part of appellee respecting which no evidence was of- 
fered before the Special Master although these allegations were 
verified by appellant Purvis D. Jackson. 


On the best information and belief available, appellee alleged 
that Purvis D. Jackson and Continental Corporation, an Illinois 
Corporation, were doing business under the firm name and style of 
National Tube Mfg. Co., which allegation was admitted by the 
answer. 


In the counter-claim the cross-complainants vary. In the open- 
ing paragraph they are “Purvis D. Jackson and Continental Cor- 
poration, a corporation doing business under the firm name and 
style of National Tube Mfg. Co.;” in another paragraph the cross- 
complainant is “Purvis D. Jackson doing business as National Tube 
Co.” The answer is signed by Purvis D. Jackson as an individual, 
Purvis D. Jackson operating as National Tube Mfg. Co., Conti- 
nental Corporation by Purvis D. Jackson, president. The verifica- 
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tion is by said Purvis D. Jackson in these three capacities, and the 
three signers are specified as cross-complainants. 

The testimony regarding these allegations proved conclusively 
that Jackson did business as the National Tube Mfg. Co. although 
he did say that Continental Corporation “owns” said company. 
Appellants claim they had “built up a valuable and lucrative busi- 
ness” under the “National” trade-mark and that appellee, National 
Union Radio Corporation, and its predecessor, Sonatron Tube Com- 
pany, have since about 1927 “‘sold within the Northern District of 
Illinois, Eastern Division, and other parts of the United States, 
radio tubes with trade-marks “National” and “National Union” 
with the intent to deceptively palm off its goods upon the purchas- 
ing public as and for appellants’ goods,” etc. Notwithstanding 
this admitted knowledge of the use of the trade-marks by appellee 
and its predecessor, there is no allegation in the cross-complaint 
of any notice of protest on the part of any of the cross-com- 
plainants to either appellee or its predecessor, Sonatron Tube Com- 
pany, calling attention to appellant’s alleged trade-mark “National”’ 
or its infringement, and none shown in the evidence. 

The findings of fact set forth in the report of the Special Mas- 
ter are most comprehensive and give a good general statement of 
the important and essential facts. However, there are numerous 
detailed facts which are not contained in said findings, but which 
become important in view of the claims set forth in appellant’s 
brief. Some of these detailed facts are herewith given. 

Appellant Purvis D. Jackson has been known as a radio tube 
broker in Chicago since 1922. He had done business chiefly through 
several unincorporated company trade-names, none of which were 
ever registered. Prior to June, 1928, all radio tubes sold by him 
and his various companies were apparently purchased wherever 
tubes could be bought the cheapest. Jackson also made a practice 
of buying boxes or cartons from failing concerns, or which he could 
buy cheaply without regard to the names thereon. All radio tubes 
by him were graded according to his own standards, Grade “A” 
or “firsts,” Grade “B,” etc. The grade of tubes sold under the 
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same name often varied in different years, depending upon demand 
and other conditions. 

Respecting the use of the word “National’’ by said Jackson 
and his numerous companies, the evidence indicates that between 
October, 1924, and March, 1925, Jackson, doing business under the 
trade-name of Continental Sales Corporation, sold a few hundred 
of type 210A, cheap priced, “B” Grade or second grade tubes, to 
the National Radio and Electric Company of Hammond, Indiana, 
which were labeled “National.” 

It is undisputed that at no time were any tubes manufactured as 
“National” or the word “National’’ branded on the base of any 
tubes sold by appellant Jackson, or any of his companies, as is cus- 
tomary in the trade. After November, 1925, when the first labels 
were ordered, the word “National” in script was pasted on all 
tubes. This Continental Sales Company went out of business in 
the spring of 1926. There is no evidence that its business, good- 
will, or any rights to the word “National’’ were transferred to any 
other company or corporation. 

In January, 1926, appellant Jackson began to do business under 
the name of National Tube Mfg. Co. This company never manu- 
factured any radio tubes. After selling slightly over a thousand 
tubes in the first four months in 1926, solely of type 201A and a 
cheap priced, Grade “B” or second grade tube, no further sales 
were made by this company until September. The box at this 
time specified, ‘““National The Quality Tube; “National, Model N 
201A, Detector and Amplified ;” “National Tube Mfg. Co., Chicago, 
Ill.”” among other data. 

The Sonatron Tube Company, a corporation of Illinois, with 
its manufacturing plant in Chicago, commenced to use the word 
“National” for all types of tubes manufactured by it in 1926, and, 
although the evidence does not show the month these sales com- 
menced, it is reasonable to suppose it must have been prior to 
September, because that is the time when the seasonal sale of radio 
tubes commences to increase in volume. The Sonatron Tube Com- 


pany commenced to use this name because of its fear that it might 
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lose the use of its trade-mark “Sonatron” by reason of litigation 
commenced against it by the Sonora Phonograph Company which 
owned the trade-mark “Sonora.” Its use of the name “National” 


in the sales of all types of radio tubes was continuous and sales 


were made in the thousands each year until the Sonatron Company 


was merged in the appellee company, in August, 1929. At this time 
the appellee company continued to manufacture and sell all types 
of the highest quality tubes under the trade-name “National” until 
it selected its new trade-mark “National Union,” in December, 
1929, to accord with its corporate name. 

After its incorporation as of February 15, 1926, the Continental 
Corporation, all of whose stock was owned by appellant Purvis D. 
Jackson, until April, 1929, began to make some sales of type 210A, 
Grade “B” radio tubes under the name “National.” This corpora- 
tion continued to make some sales until April, 1930. The sales of 
these “National” tubes were less than 10 percent of the total sales 
made by said corporation. 

Jackson testified that the Continental Corporation ‘“‘owns’’ the 
National Tube Mfg. Co. Admittedly, the Continental Corporation 
was owned by the Marvin Radio Tube Company, a Delaware cor- 
poration of Irvington, New Jersey, from April, 1929, when it ac- 
quired all of the stock from appellant Jackson, until said corpora- 
tion became insolvent in the early spring of 1931. Although ap- 
pellant Jackson testified that the stock of said corporation was now 
in his name, his holding of this stock is pursuant to an uncompleted 
contract of purchase with the party who bought the assets of the 
Marvin Company in bankruptcy. 

Some of appellants’ second grade tubes, under the name of 
“National” were sold in 1925 by the Pearson Company and by the 
Universal Electric Lamp Company of Illinois, in 1929, each of 
which had the same address as the Continental Corporation in 
Chicago. Sales were also made by the Universal Lamp Company 
of Newark, New Jersey in the latter part of 1929 and early part 
of 1930, which company was a subsidiary of the Marvin Radio 
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Tube Company. The conditions under which these sales were 
permitted is now shown by the evidence. 

National Tube Mfg. Co. made sales of tubes from September, 
1926, continuously, in very small amounts, until February, 1929. 
Its sales for the entire year 1927 were only 3,506; for 1928, only 
1,802, and for 1929, only 465. It made no sales in 1980 and none 
in 1931 until April, when it commenced to make sales again by 
reason of a circular which was sent out by appellant Jackson after 
he got back to Chicago following the failure of the Marvin Radio 
Tube Company. It was this circular which, upon coming to the 
notice of appellee first on July 17, 1931, caused the writing of the 
notice of infringement and unfair competition, dated July 21, 1931. 
None of the sales made by the National Tube Mfg. Co. during 
April to October, 1931, were to customers to whom they had made 
sales in any previous years. The repeat orders by customers of 
said alleged manufacturing company during the previous years were 
so few as to be negligible. 

The name National Tube Mfg. Co. does not now appear any- 
where in the building or office which is the office of that company, 
nor has it appeared in said building since appellant Jackson moved 
there in May, 1928. Most interesting also is the testimony of three 
officers of the Triangle and Atlas Companies, which were the larg- 
est purchasers of National tubes from the Continental Corporation, 
that they had never heard of this tube manufacturing company or 
its “National,” tubes, although they have lived and been in business 
in Chicago all of the time during its existence. 

The Special Master recommended that a decree be entered 
providing the following: 


1. Granting the relief prayed for by the plaintiff National Union 
Radio Corporation in its bill of complaint by 

(a) Enjoining the defendants, Purvis D. Jackson and Continental 
Corporation, doing business under the name and style of “National Tube 
Mfg. Co.” from using the word “National” on radio tubes and from con- 
tinuing the advertising and representations with respect to such business, 
whether by advertisements in radio or other magazines or papers, or by 
representations on cartons or otherwise, as complained of in the bill of 
complaint, or in any other similar form or forms, which will tend to con- 
fuse or deceive others into believing that the tubes thus being advertised 
are those of the plaintiff National Union Radio Corporation; 





CONTINENTAL CORP. V. NAT. U. RADIO CORP. 41 


(b) Enjoining said defendants from conducting their business under 
the name and style of “National Tube Mfg. Company ;” 

(c) Enjoining said defendants, doing business as Continental Corpora- 
tion, from using the word “National” on radio tubes except as a brand or 
grade mark on tubes of inferior quality, known as Grade B or “seconds” 
and then only when such tubes are plainly so marked and advertised; 

(d) Awarding the plaintiff National Union Radio Corporation such 
damages as it may show it has suffered to its business as a result of the 
acts of the defendants so complained of; 

(e) Awarding the plaintiff its proper costs herein. 

2. Denying the relief prayed for by the defendants in their cross- 
complaint and dismissing said cross-complaint for want of equity. 


However, paragraph 2 of the decree perpetually enjoins Purvis 
D. Jackson and Continental Corporation or either of them, their 
officers, agents, clerks, etc., from using the word “National” in 
their business of handling and selling radio tubes, while the recom- 
mendation of the Special Master was that Jackson and the Con- 
tinental Corporation, doing business under the name and style of 
“National Tube Mfg. Company,” be enjoined from using the word 


“National” on radio tubes, etc., in such manner as might tend to 
confuse or deceive others into believing that the tubes thus adver- 
tised are the tubes of the National Union Radio Corporation; nor 
does the decree make provision for the recommendation of the 


Special Master contained in Item (c), paragraph 1, as follows: 


Enjoining said defendants, doing business as Continental Corporation, 
from using the word “National” on radio tubes, except as a brand or grade 
mark on tubes of inferior quality, known as Grade B or “seconds” and 
then only when such tubes are plainly so marked and advertised. 

A trade-mark is created chiefly by use which must be general, 
continuous and exclusive and applied to goods and used in trade 
under such circumstances of publicity and length of use as to show 
an intention to adopt the mark for specific goods and to have be- 
come known as the distinguishing mark for such goods. In re 
Trade-Mark Cases, 100 U. S. 82; Bennett & Sons v. Farmers Seed 
§& Grain Co., 288 F. 865 [138 T.-M. Rep. 257] Coty, Inc. v. 
LeBlume Import Co., Inc., 262 F. 264 [13 T.-M. Rep. 233]; Nims, 
“The Law of Unfair Competition and Trade-Marks” Sec. 186; 88 
cyc. 692, note 67. 
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Applying this rule, the Special Master found that appellee had 
a valid, existing trade-mark and that appellants have not. 

It is inseparable from the good-will and cannot exist in gross. 
United Drug v. Rectanus, 248 U. S. 90 [9 T.-M. Rep. 1]. 

The Special Master correctly found that where a party uses its 
company name and address with a mark which primarily dis- 
tinguishes the grade or quality of the article, then said mark cannot 
be a technical trade-mark and is known as a grade-mark. Columbia 
Mills v. Alcorn, 150 U. S. 460; Amoskeag Mfg. v. Trainor, 101 
U. S. 51. 

It was clearly the purpose of the Special Master in his findings 
and holdings to give appellants the full benefit of every right be- 
longing to them by reason of the marking of the “B” grade of 
radio tubes as “National.’”’ However, the mere use of the word 
“National” as a grade mark by appellants did not prevent appellee 
from securing trade-mark rights in the same word for its radio 
tubes of highest quality; but the rights of appellants in the limited 
use of the word should be safeguarded in a decree in line with the 
recommendations of the Special Master. 

The findings of the Special Master in the premises are well 
sustained by the evidence; the District Court properly overruled 
the exceptions to his report and should have entered a decree in 
harmony with that report. The evidence having been heard by the 
Special Master and he having seen the witnesses and examined all 
of the exhibits admitted in evidence; and the Court having affirmed 
the findings of the Special Master, this Court is not at liberty to dis- 
regard it, and can go no farther than to see that a decree in 
harmony with the findings and holdings thus approved is entered. 
Bank v. Donnell, 195 U. S. 869; Entice Bros. v. Barnard, 209 F. 
889; Gay Mfg. Co. v. Cony’s, 65 F. (2d) 794; General Finance 
Co. v. Keystone Credit Corp., 50 F. (2d) 872. 

Under the findings of fact of the Special Master appellants 
are not entitled to an injunction as prayed in their cross-complaint, 
and it was properly dismissed. 

The decree of the District Court will be reversed and the cause 
remanded with instructions to set aside the decree heretofore en- 
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tered and to enter a decree in harmony with the recommendations 
of the Special Master. 


Reversed and remanded with directions. 


R. H. Macy & Co. Inc. v. CoLtorapo CLoTHING MANUFACTURING 
CoMPANY 


United States Circuit Court of Appeals, Tenth Circuit 
January 8, 1934 


Trave-Marxk [NrrINGcEMENT—“Macy’s” on GENERAL MerRCHANDISE—SECOND- 
ary MEANING. 

Where plaintiff, a well-known department store in New York City, 
for many years carried on a large national mail order business under 
its trade-name, particularly through the states west of the Mississippi 
River, held that the name “Macy” had come to have a secondary mean- 
ing in such states. 

Trape-Mark INFRINGEMENT—SECONDARY MEANING—EFFECT. 

When a word acquires a secondary meaning, a property right arises 
which entitles the owner to protection. Therefore, an appropriation of 
that name by another in a similar business directly affects such business 
or an expectancy of future business. 

Unram Competirion—“Macy” Versus “Macy Tattortnec System or AMER- 
1ca”—INJUNCTION. 

After plaintiff, R. H. Macy & Co., had widely advertised and ex- 
tended its mail order and retail business throughout the United States 
in such a manner as to give the word “Macy” a secondary meaning 
as indicating its products, the subsequent adoption by defendant, located 
in Denver, Colorado, of the name “Macy Tailoring System of America” 
as a designation of custom-made men’s suits and overcoats, held to be 
unfair competition. The decision of the District Court dismissing the 
complaint was, accordingly, reversed. 


In equity. Action for unfair competition. On appeal from a 


decision of the United States District Court, District of Colorado, 
dismissing the bill. Reversed. 


Edward S. Rogers, of Chicago, Ill. (William T. Woodson, of 
Chicago, Ill., and Elmer L. Brock, of Denver, Colo., on the 
brief), for appellant. 

Cass M. Herrington (Cass E. Herrington and Simon J. Heller, 
all of Denver, Colo.), for appellee. 


Before Lewis, Puiturps, and Bratton, Circuit Judges. 
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Puivuirs, C. J.: R. H. Macy & Co., Inc., brought this suit to 
restrain infringement of the trade-mark ‘““Macy’s” and to enjoin 
the Colorado Clothing Manufacturing Company from using such 
name or any colorable imitation thereof in connection with its 
business, and for an accounting. 

The Macy Company, founded in 1858 by R. H. Macy, is one 
of the leading department stores in New York City, doing a busi- 
ness of approximately $100,000,000 a year. It expends $2,350,000 
annually in advertising in newspapers and magazines having a 
nation-wide circulation, and in direct mail advertising. For a time 
it sent out catalogues and developed a substantial mail-order busi- 
ness. It ceased sending out catalogues in 1910, but still does a 
large mail-order business. It receives from four to ten thousand 
letters daily, and ships merchandise to all parts of the United 
States. During January, February, and March, and from July to 
November, inclusive, 1980, it made 428 shipments of merchandise 
into Colorado. Customers from all parts of the United States 
shop at its store while in New York City. It also owns or is in- 
terested in stores in Toledo, Atlanta, and Newark, which are con- 
ducted under other names, and one at Palm Beach which is con- 
ducted under its own name. 

The Macy Company handles men’s and boys’ clothing, and its 
annual sales thereof exceed $5,000,000. In 1910 it registered the 
name “Macy” in the United States Patent Office to be used on men’s 
and boys’ coats, vests, trousers, and other articles sold by it. The 
trade-mark was renewed in 1930 for a period of twenty years. 

The Colorado Clothing Company, which was organized in 1924, 
owned and operated a men’s clothing manufacturing plant in Den- 
ver. It put out lines of clothing under various names. In 1929 
it commenced manufacturing men’s suits and overcoats under the 
name, “Macy Tailoring System of America.” Its business has 
been limited to states west of the Mississippi River. It entered 
into contracts with local persons in small towns, usually tailors, 
or cleaners and dyers, whereby such persons became the exclusive 
authorized dealers for the Colorado Company’s line of clothing. 
Boxes of samples were furnished them. The dealer took the pur- 
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chaser’s measure and sent the order to the Colorado Company. 
The suit was then made up and returned to the dealer on consign- 
ment. The Colorado Company spent about $45,000 for advertising 
under the name, “Macy Tailoring System of America,’ and built 
up a business of about 200 suits a week. 

Circular letters were sent out to prospective purchasers, whose 
names were furnished the Colorado Company by the authorized 
dealers. These letters were headed: 


One PRIceE CHAIN SysTemM 


MACY TAILORING SYSTEM OF AMERICA 
DENVER, COLORADO 
They were signed, “Macy Tailoring System of America.” 
Other advertising of the Colorado Company contained the following: 
“A Macy Suit is a Beautiful Suit,’ and “A Macy Overcoat is a 
Masterpiece.”” A display card used is as follows: 
MACY 


TAILORING SysteM OF AMERICA 
ONE PRICE 
Suit or No more 


Overcoat $24.75 No less 
A Real $50.00 value 

A small label with the name, ‘““Macy Tailoring System of Amer- 
ica,’ was also used to identify its goods, and this was placed on the 
inside of the inside pocket of the suits and overcoats. After the 
Macy Company had notified the Colorado Company to cease using 
such name, the latter added to all its advertising, display cards and 
labels, in very fine print, the words, “Not connected with R. H. 
Macy & Co. of New York.” 

Officials of leading mercantile establishments in New York, 
Chicago, St. Louis, Kansas City, Omaha, and Denver testified with 
respect to the business, reputation, and popularity of the Macy 
Company throughout the United States. They also testified that 
the Colorado Company’s advertising was confusing and misleading. 

Michael Heller, president of the Colorado Company, admitted 
that he knew of the Macy Company at the time his company 
adopted the name “Macy.” He testified that, according to Jewish 
custom, sons are named after their nearest dead relative; that ac- 
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cordingly he named his son Mashe Eliezer Heller; that Mashe in 
English means Moses, and that the nearest English word to Mashe 
is Macy; hence he called his son Macy Elliott and adopted the 
name “Macy” as a mark for his clothing from his son’s given name. 


The trial court found that there was no unfair competition, for 
the reason that it was not shown that the name “Macy” had ac- 
quired a secondary meaning in any territory in which the Colorado 
Company operated. 

After this suit was commenced, the Colorado Company ceased 
doing business under the name, “Macy Tailoring System of Amer- 
ica.” However, when the suit was filed, the Colorado Company 
was using the name, and if there was a sufficient showing of unfair 
competition the Macy Company was entitled to have a decree with 
costs. Ozford v. Wilmore-Andrews Co., 101 Fed. 443. 

In Standard Oil Co. of New Mex. v. Standard Oil Co. of Calif. 
(C. C. A. 10) 56 F. (2d) 973, this court said: 

One does not have to await the consummation of threatened injury to 
obtain preventive relief. If the injury is certainly impending, that is 
enough. 

Furthermore, the Colorado Company at the trial claimed the 
right to continue the use of the name. 

It is a question of fact in each case whether or not the goods or 
business of the subsequent trader is sufficiently distinguished as to 
prevent any actual or probable confusion and deception. Dis- 
tinguishing features, which are not so placed or used as to be 
sufficiently prominent to prevent deception, or which are not likely 
to attract attention, are insufficient. An artifice, such as the use of 
small print to make inconspicuous the alleged distinguishing fea- 
tures, shows a purpose to effect unfair competition. It is the usual 
artifice of the unfair trader. Collinsplatt v. Finlayson (C. C. N. Y.) 
88 Fed. 698; Kyle v. Perfection Mattress Co., 187 Ala. 39, 28 Sou. 
545. 

Several witnesses testified that they would have been misled, 
unless they had examined the circulars and labels closely. The 
language added in fine print, in our opinion, was not sufficient to 
distinguish, and was not intended to distinguish the two companies 
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and their articles of merchandise. See Schmitt v. Lamb (D. C. 
Miss.) 48 F. (2d) 770; G. & C. Merriam Co. v. Ogilvie (C. C. A. 
1) 159 Fed. 688. The use of the name by the Colorado Company 
would be likely to confuse and deceive a purchaser of ordinary 
prudence. Common honesty requires that the Colorado Company 
so plainly and unequivocally mark its goods as to preclude such 
deception, and to require it so to do cannot injure it. Ludlow Valve 
Mfg. Co. v. Pittsburgh Mfg. Co. (C. C. A. 3) 166 Fed. 26, 31. 

Words or names which have a primary meaning of their own, 
such as words descriptive of the goods, the place where they are 
made, or the maker, may by long use in connection with the goods 
or business of a particular trader come to be understood by the 
public as designating the goods or business of that particular 
trader. Such words have a primary and secondary meaning. When 
a word acquires a secondary meaning, a property right arises 
which entitles the owner to protection. An appropriation of that 
name by another in a similar business would directly affect such 
business, or an expectancy of future business. Standard Oil Co. 
of New Mex. v. Standard Oil Co. of Calif., supra. Furthermore, 
it identifies such business, and the use of the same name by another 
might lead to confusion and deception. Standard Oil Co. of New 
Mez. v. Standard Oil Co. of Calif., supra; R. H. Macy & Co. v. 
Macy’s Inc. (D. C. Okla.) 39 F. (2d) 186 [20 T.-M. Rep. 165]; 
Yale Electric Corp. v. Robertson (C. C. A. 2) 26 F. (2d) 972 [18 
T.-M. Rep. 321]. 

Had the word “Macy” acquired a secondary meaning in the 
territory where the Colorado Company was doing business? The 
evidence shows that the Macy Company has carried on each year 
a large national advertising campaign; that its customers both at 
its store and through the mail included persons from all parts of 
the United States; that it has shipped a large number of mail 
orders into Colorado and other states west of the Mississippi River; 
and that it enjoys an enviable reputation. 

We cannot escape the conclusion that to the Macy Company’s 
customers in the states west of the Mississippi River the name 


has come to have a secondary meaning. If such be true, the 
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Colorado Company had no right to use the name in any way that 
would be likely to confuse and deceive the purchasing public. 
Hygrade Food Products Corp. v. H. D. Lee Mercantile Co. ( C. C. 
A. 10) 46 F. (2d) 771, 772 [21 T.-M. Rep. 75]. 

Furthermore, the word “Macy,” being a part of the Macy Com- 
pany’s corporate name, not only identifies its merchandise, but the 
corporation itself. Persons having business relations with the 
Macy Company, upon learning of the “Macy Tailoring System of 
America,” might well believe that the Macy Company had estab- 
lished a Denver branch and was engaged in selling a one-price, 
low-grade line of clothing, and the business practices of the 
Colorado Company might reflect upon the business and corporate 
reputation of the Macy Company. This is an additional reason 
why the Macy Company was entitled to relief. Standard Oil Co. 
of New Mex. v. Standard Oil Co. of Calif., supra. 

The explanation for the adoption of the name by the Colorado 
Company given by Mr. Heller, is neither logical nor satisfactory. 
He could have had but one object in view, namely, to improperly 
obtain advantage of the good-will associated with the Macy Com- 
pany, and to take and commercially use as his own a commercial 
asset that belongs to another, to the detriment of that other and the 
public. 

The decree is reversed and the cause remanded for further 
proceedings in accordance with this opinion. 


JANTZEN Knittine Mitts v. Samvet Herwicu anp Max Herticu, 
trading as Goopwear Knitting MILLs 


United States District Court, Eastern District of Pennsylvania 


January 15, 1934 


Trape-Mark INrriInceMeENT—“Divine Girt” anp “Rev Divine Girt” ror 
BatHiInG Surts—INVA.iry. 

A trade-mark consisting of the words “Diving Girl” used on bath- 
ing suits, held invalid, inasmuch as the words are descriptive of the 
goods. “Red Diving Girl” on bathing suits also held invalid, unless it 
be limited to a figure entirely red. 
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Trape-Mark INFRINGEMENT—“Rep Divine Gm” anp Design or Girt IN 
Rep Swimminc Suir on Batuinc Svurrs—Non-Conr ictTine 
Marks. 

A trade-mark consisting of the device of a girl in a red swim- 
ming suit with a blue cap, held not to infringe a trade-mark consisting 
of the words “Red Diving Girl,’ both marks being used on bathing 
suits. 

Trape-Mark INFRINGEMENT—Marks ConsIsTING ReEsPECTIVELY OF A DEVICE 
or a Divine Girt DirrerENtTLY PrEsENTED—NoN-CONFLICTING 
Marks. 

A mark consisting of the device of a girl clad in a bathing suit with 
stockings and a cap with a ball or tassel and with arms pointed for- 
ward and head raised above their level held not to infringe a trade- 
mark consisting of a device of a girl in a red bathing suit with no stock- 
ings, pictured as in the act of diving, but with her arms spread wide, 
upward in some pictures and backwards in others, both marks being 
used on bathing suits. 

Unrair CompetTirIonN—“JANTZEN” AND “Jazz-Sea”—Use or Srmitar TRraveE- 
NAMES. 


The use by defendants as a trade-mark for bathing suits of the 
name “Jazz-Sea,” held unfair competition as against complainants’ use 
of the word “Jantzen” as a trade-name and a trade-mark, and its 
further use was enjoined. 

In equity. Action for trade-mark infringement and unfair 
competition. Infringement charges dismissed. Decree for com- 


plainants on the charge of unfair competition. 


Sur Pleadings and Proofs 


Kirkpatrick, J.: This is a suit for trade-mark infringement in 
which are involved four registrations of the plaintiff. Two of them 
are for words only—‘Diving Girl” and “Red Diving Girl.” The 
third is for a symbol only—the figure of a girl, clad in a bathing 
suit with stockings and a cap with a ball or tassel, apparently going 
through the air in a dive with arms outstretched forwardly and head 
raised above the level of the arms. The fourth is the same figure 
as described above together with the facsimile signature “Jantzen” 
just above the girl’s head. The registrations are for swimming 
suits of all kinds, though the last mentioned was also extended to 
a large class of other articles manufactured by the plaintiff. 

The alleged infringement consists in the use by the defendant 
in connection with similar goods of the figure of a girl also clad in 
a bathing suit and also flying through the air in a dive. The de- 
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fendant’s girl has her arms spread wide, upward in some pictures 
and backward in others but never extended forward and always 
above the level of her head. She has no stockings and wears a 
blue cap without a ball. The color of the bathing suit worn by 
both plaintiff's and defendant’s girls is the same—red. The de- 
fendant’s girl is in a natural attitude which would be assumed 
ordinarily in the course of a “swan dive.” The plaintiff’s girl is in 
a conventional diving attitude which apparently would not be as- 
sumed in real diving. This distinction, however, means little or 
nothing to the non-expert as both appear to be in perfectly natural 
diving positions. 

There is also a charge of unfair competition in the use of the 
name “Jazz-Sea”’ by the defendant. 

Taking up first the trade-mark for which the broadest scope is 
claimed, namely the words “Diving Girl,’ No. 19450, it must be 
agreed that if this registration is valid, any mark which can be 
classed as a representation of a diving girl infringes. This is the 
plaintiff's contention and it is supported by United Electric Com- 
pany v. Replogle, 289 Fed. 626 [13 T.-M. Rep. 221], and other 
cases. In other words, if words suggestive of concrete ideas are a 
valid trade-mark, a picture embodying the same idea is an infringe- 
ment. 

But it is a well-recognized principle of law that “No one can 
claim protection for the exclusive use of a trade-mark or trade- 
name which would practically give him a monopoly in the sale of 
any goods other than those produced or made by himself,” Canal 
Company v. Clark, 80 U. S. 311. This rule extends to and forbids 
the attempted appropriation of symbols, marks or pictures which 
suggest or portray the use to which the article is ordinarily put. 
Thus, it was held in In re Motz Tire and Rubber Company, 40 App. 
D. C. 487 [7 T.-M. Rep. 32], that the representation of a rim of 
a wheel with a tire thereon is not, even though the tire be dis- 
claimed, registrable as a trade-mark. The principle is that other 
manufacturers should not be prevented from representing to the 
public the ways in which their goods are used. Of course, this 
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does not forbid the adoption of symbol or picture in which the 
article is shown in use. It may be allowed provided there are 
enough arbitrary and distinctive features about it to allow others to 
show the use of the article without infringing. See Ex parte Cooper 
Underwear Company, 130 Ms. Dec. 118 [9 T.-M. Rep. 321], [21 
T.-M. Rep. 196]. 

The plaintiff, naturally, does not claim that he has acquired the 
sole right to show pictures of bathing suits in connection with his 
goods. But if the right of dealers in general to advertise their 
goods is to be worth anything, they must be allowed to do a good 
deal more than portray the articles themselves. A picture of a 
deflated bathing suit, even if tastefully disposed upon a clothes line 
or perhaps a dummy, would not prove very attractive or much of 
a help in promoting sales. So the plaintiff concedes that others 
may picture bathing suits worn by girls but, he says, not in the act 
of diving. Here, however, he is attempting to monopolize a charac- 
teristic use of the article, and the one which is most interesting and 
attractive from the standpoint of the looker on. Of course he would 
have the field open to show swimming figures, which, naturally, 
show very little of the suit above the water, and, I suppose, a 
variety of poses on the beach or about a swimming pool, all of 
which may be attractive enough, but I still do not think that he may 
appropriate what is by all odds the best medium of display for 
advertising purposes. Moreover, if a registration of this kind is 
valid I see no reason why “Swimming Girl’ would not be, and 
probably “Bathing Girl” would follow, thus practically monopoliz- 
ing the entire advertising field so far as suits as worn by girls is 
concerned. 

I therefore hold that the trade-mark, “Diving Girl,’ is invalid. 
The same applies to No. 194451, ““Red Diving Girl,’ unless it be 
limited to a figure entirely red, as to which I express no opinion. 
The defendant’s figure is a girl in a red swimming suit with a blue 
cap and does not infringe, ““Red Diving Girl,’ so limited. 

Taking up, now, plaintiff's registration No. 193298—the figure 


of the girl in diving posture, the same general considerations apply. 
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If this is to be given a scope broad enough to exclude all pictures of 
girls in the act of diving, it is invalid. If it is to be supported at 
all, it must be given a much narrower interpretation and, so limited, 
I do not think that the defendant’s figure infringes. Once granted 
that the diving girl generally cannot be appropriated, it follows 


that any attitude or posture substantially different from the plain- 
tiff’s mark is open to general use. And almost any change of pos- 
ture will be substantial, because there are so few different postures 
which the body can assume in the act of diving. Moreover, these 
differences have to do almost entirely with the position of the head 
and arms. In any graceful dive the legs will be extended close 
together. The defendant has differentiated as much as reasonably 
possible in the position of the arms and head as well as in the cos- 
tume and I think is entitled to use his picture. In fact, I do not 
see how it could be denied him unless the whole idea of a diving 
girl can be appropriated. 

The conclusions reached above are not inconsistent with other 
decisions in which these marks have been considered by the courts. 

In Jentzen Knitting Mills v. Spokane Knitting Mills, 44 Fed. 
(2d) 656 [20 T.-M. Rep. 424], the Court found as a fact that the 
general posture and attitude of the defendant’s mark was sub- 
stantially the same as the plaintiff's. Apparently, the only dif- 
ference was that the head instead of being elevated was between 
the extended arms. The marks are not before me and the entire 
question was one of degree of resemblance which is purely a fact 
question. In the present case I find that the postures are not 
substantially the same except to the extent that they must be if a 
diving figure is to be used at all. 

In Jantzen Knitting Mills v. West Coast Knitting Mills, 46 Fed. 
(2d) 182, which was an opposition, the Court held that the appel- 
lant (the plaintiff in the present case) had no right to monopolize 
the figure of a diving girl clad in a swimming suit and found that a 
picture of a girl in a bathing suit, cap and shoes about to dive from 
a spring board into water was not an infringement. It will be 
noted that the validity of the Jantzen trade-mark was not in issue, 







SAUNDERS V. STRINGER 53 


but merely the question of confusing resemblance between the two. 
It is further to be noted that the word symbols “Diving Girl’ and 
“Red Diving Girl’? were, for technical reasons, not before the 
Court. See opinion on Petition for Rehearing, 47 Fed. (2d) 954. 

With regard to the name, “Jazz-Sea,’ I am of the opinion 
that it bears a deceptive similarity to the word “Jantzen.” Cer- 
tainly it was no desire to please the ear which caused the adoption 
of that cacophony. I have little doubt that it was chosen with the 
hope that it would carry with it some of the benefits of the de- 
fendant’s wide advertising. Of course, that fact does not establish 
the plaintiff’s right, if the names are not actually deceptive. A man 
has the right to come as close to the line as he chooses, provided 
he keeps on the right side of it; but here the combination of the 
Ja- and Z sounds, unusual and necessarily stressed, produces a 
word which in my judgment is bound to cause confusion and the 
use of which transgresses the rules of fair competition. 

A decree in accordance with the foregoing may be submitted. 
Plaintiff to have costs. 


SAUNDERS V. STRINGER 
(251 N.W. 342) 


Supreme Court of Michigan 


December 5, 1933 


Trape-Marks AND Trape-Names—Unrair Competirion—“Town Hari” — 
Use or Descriptive Trrte ror ENTERTAINMENT SERIES. 

After a contract between plaintiff and defendant, whereby they 
associated themselves in the joint operation of furnishing a series of 
entertainments under the name “Detroit Town Hall,” had expired, held 
that neither party had a right to the use of such name to the exclusion 
of the other, inasmuch as the words were descriptive; also that a cor- 
poration which plaintiff formed with two other ladies after business 
relations between plaintiff and defendant had been severed, should be 
enjoined from using the title “Detroit Town Hall.” 

Trape-Marks AND TrapE-NAmes—Svuirs—DerenseE— ABANDON MENT. 

Abandonment must be strictly proven where forfeiture is claimed 
on that ground. The temporary use of a trade-name or the temporary 
use of an additional trade-name is not sufficient. Acts indicating a prac- 
tical abandonment and actual intent to abandon must be shown. 













TWENTY-FOUR TRADE-MARK REPORTER 


In equity. Action to restrain use of trade-name. 


From a decree 
dismissing the bill and cross-bill, defendant appeals. Affirmed. 


Wm. Henry Gallagher (Francis Fitzgerald, of counsel), both 
of Detroit, Mich., for appellant. 

William E. Tarsney, of Detroit, Mich., for appellee. 

Philip D. Dexter, of Detroit, Mich., amicus curiae. 


Suarpe, J.: Prior to the year 1929, the plaintiff had been 


engaged in lecturing and furnishing entertainments by concert com- 
panies in which she took part. In that year she visited the City of 
New York, and her attention was then called to entertainments 
given under the name of the “Town Hall,” founded by the League 
for Political Education. On her return to Detroit she consulted 


with some of her friends, and finally concluded to have a “Detroit 


Town Hall” in that city. The plan was to secure a number of 


“founders-members” who would each pay a specified amount and 
receive tickets entitling them to admission to the entertainments 
to be given. In July of that year she sought the assistance of the 
defendant, who had been the society editress of the Detroit Free 
Press for a number of years, and at that time published and edited 
the Twentieth Century Club Magazine. On August 1 they entered 
into a contract to undertake the management of a “Town Hall 
series of attractions” for three years, the profit to be divided 
equally between them. A certificate of doing business under the 
assumed name of “Detroit Town Hall” was filed by them with the 
county clerk. Pursuant thereto they arranged for a series of lec- 
tures in the Cass Theatre during the seasons of 1929-1930, 1930- 
1931, and 1931-1932, beginning about October 1 and ending about 
May | of the following year. 

Some dissatisfaction arose as early as January, 1931, and on 
the 3lst day of that month the plaintiff and two other ladies 
organized a corporation under the name of “The Detroit Town 
Hall.” The defendant had no knowledge thereof at that time. 
After some correspondence with the officials of the “Town Hall’ 
in New York, plaintiff concluded to no longer use that name, and 
in her preparatory work for the season of 1932-1933 she sent a 





SAUNDERS V. STRINGER 


notice to their former patrons, stating that the partnership would 
soon expire and that she would continue the lecture course under 
the name of “Detroit Friday Morning Series’ instead of ‘Detroit 
Town Hall Series,’ that the same theater would be used therefor, 
and that the defendant would not be connected therewith. On 
February 12, 1982, she published a circular, headed “Detroit Fri- 
day Morning Series of World Personalities, Formerly Detroit Town 
Hail,’ and in which she announced the names of a number of the 
lecturers. 

On defendant’s attention being called to these acts of the 
plaintiff, she mailed a letter ““To the Contributing Members of the 
Detroit Town Hall Series,” stating that she had been “urged to 
provide a lecture course beginning in October of the same high 
quality that has marked the Town Hall Events,” and that she was 
formulating plans therefor. She soon after leased the Wilson 
Theatre and announced a lecture course to be conducted therein 
under the old name, “Detroit Town Hall Series.” 

On March 1, 1982, the plaintiff filed the bill of complaint 
herein, setting up to some extent the facts above stated, alleging 
that defendant had “no right to appropriate to herself the trade- 
name, ‘Town Hall,” and that such name was of great value to 
plaintiff, and prayed therein that the court decree that the name 
“Town Hall” was her property, and that she was entitled to the 
exclusive right thereto, and that defendant be enjoined from using 
the same. 

The defendant filed an answer denying that plaintiff was en- 
titled to the relief sought, and by cross-bill prayed that the corpora- 
tion “Detroit Town Hall, Inc.,’” be made a party defendant, and 
that it and the plaintiff be enjoined from using the trade-name 
“Detroit Town Hall,” and that they be required to account to her 
for their unlawful and unauthorized use of the name. The plaintiff 
and the corporation filed answers thereto, denying that defendant 
was entitled to the relief sought by her. 

The trial court held that, at the termination of the partnership 
agreement, the trade-name, not having been disposed of, belonged 
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to the partners in common, and that each of them had the right to 
use it, but neither of them to the exclusion of the other, and entered 
a decree dismissing both the bill and cross-bill. He also held that 
it might not be used by the corporation, and enjoined its use by it. 

The defendant has appealed. Her counsel do not question the 
holding of the court as above stated, but insist that plaintiff 
abandoned her right to use the trade-name, and should be restrained 
from further using it as prayed for in the cross-bill. This claim 
is based upon the letters and circulars sent out by the plaintiff, 
above referred to. But that there was no such intent on her part 
is clearly evidenced by a letter written by plaintiff's attorney to 
defendant’s attorney on February 25, 1932, a number of months be- 
fore the partnership agreement had terminated, in which, after 
referring to the fact that the plaintiff intended during the coming 
season to use a name other than “Town Hall,” he said: 


This will give Mrs. Stringer the same opportunity as Mrs. Saunders 
will have to promote an independent series for the coming season. But by 
this act of Mrs. Saunders, Mrs. Stringer must not get the idea that Mrs. 
Saunders has abandoned the name “Town Hall,” because she has not. 
Mrs. Saunders will not tolerate the use of the name by Mrs. Stringer. 


She is willing, as stated, for the coming season, to use some other name 
herself. 


The applicable rule is thus stated in 26 R. C. L. pp. 909, 910: 


Abandonment must, however, be strictly proven where a forfeiture is 
claimed on that ground. The temporary disuse of a trade-name, or even 
the temporary use of an additional trade-name in connection with it, is 
not sufficient. It is necessary to show, not only acts indicating a practical 
abandonment, but an actual intent to abandon, since acts which, unex- 
plained, would be sufficient to establish an abandonment may be answered 
by showing that there never was an intention to give up and relinquish 
the right claimed. 


The text is fully supported by the cases cited in the footnote 
thereto. 


The decree is affirmed, with costs to appellee. 


McDowna np, C. J., and Potrer, Nortu, Feap, Wiest, Butzev, 
and Weapock, JJ. concur. 


















DECISIONS OF THE COMMISSIONER OF PATENTS 


DECISIONS OF THE COMMISSIONER OF PATENTS 


Not a Trade-Mark 


Kinnan, F, A. C.: Held that applicant is not entitled to regis- 
ter, under the Act of 1905, as a trade-mark for telephone, telegraph 
and electric power poles, the mark described as consisting of a 
silver colored coating applied to the transversely cut ends of the 
poles, on the ground that this coating would not function as a 
trade-mark. 

In his decision, after noting that the Examiner had stated 
that it was a matter of common knowledge that the ends of posts 
and poles are painted for the purpose of preserving them, which 
statement was traversed by the applicant, and stating that it was 
believed that the Examiner was correct, the First Assistant Com- 
missioner said: 

The cut ends of fence posts permit the water to enter lengthwise of 
the grain of the posts to a greater extent when the posts are in vertical 
position than when the water merely strikes the sides of the posts... . it 
is believed the public on seeing the posts with painted ends would consider 
the paint applied for protection rather than for trade-mark purposes and 
would not get the impression of trade-mark significance. 

It is thought the decision and the reasoning upon which it is based in 


the case of Calumet Steel Company, 339 O. G. 761 [6 T.-M. Rep. 310], is 
determinative of the question raised by this appeal.’ 


Res Adjudicata 


Kinnan, F. A. C.: Held that the applicant is not entitled to 
register, under the Act of March, 1920, as a trade-mark for rice, 
the notation “River Brand.” 


The ground of the decision is that applicant is precluded from 
registering this mark under the Act of 1920 in view of a decision 
in an opposition to its registration when presented under the Act of 
1905. 

In his decision, the First Assistant Commissioner refers to the 
decision of the Assistant Commissioner in the opposition, in which 
it was stated: “I am of the opinion that the notation ‘River Brand’ 
is descriptive of the character or quality of rice raised in the region 


7Ex Parte Potosi Tie & Lumber Co., Ser. No. 314,513, 159 M. D. 
138, November 14, 1933. 
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of the Mississippi River and does not, therefore, constitute a tech- 

nical trade-mark,” and “certainly everyone who raises rice in this 

region has the right to associate therewith the words ‘River Brand.’ ” 
He then said: 


If, as therein stated, the use of the applicant’s notation upon rice would 
be recognized particularly by those who reside in the rice-growing districts 
of the South as having reference primarily to rice raised in the region of 
the Mississippi and if, as further therein indicated, no one should be given 
the exclusive right to the use of the words “River Brand” in connection 
with rice, it is not apparent the situation is changed and applicant’s right 
to registration established by merely shifting the application to one under 
the 1920 Act. Registration under this act would be entirely inconsistent 
with the ruling in the opposition above noted.’ 


*Ex parte Southern Rice Sales Company, Inc., Ser. No. 316,574, 159 
M. D. 136, November 2, 1933. 
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UNITED STATES TRADE-MARK ASSOCIATION 


ITS SERVICES TO MEMBERS 


The Association is a membership corporation, conducted with- 
out profit, and includes in its membership the leading trade-mark 
owners in the United States, besides a number in Canada and 
European countries. 

FULL MEMBERSHIP in the Association is limited to owners 
of trade-marks. Attorneys and others interested in trade-mark 
matters are eligible to ASSOCIATE MEMBERSHIP, which 
entitles them to the monthly Bulletin and information service. 

During fifty years of its existence, it has accumulated the most 
complete library and files of information on trade-mark matters 
to be found anywhere in the world. Its monthly Bulletin, sent 
to members, covers current legislation or litigation of interest 
throughout the world. Its readers always know where they stand 
on their trade-mark problems. 

We furnish reliable information to members or counsel on 
any question of trade-mark adoption, protection or use. We do 
not give legal advice, or discharge the duties of an attorney or 
counsel. 

We list and index trade-marks of members advising them of 
special conditions or changes in the law affecting their trade- 
marks in any country where registered, 

We receive regularly the official publications of all foreign 
countries, listing trade-mark registrations or applications. These 
are carefully read to detect marks that infringe those of our 
members. Prompt notice of such cases is given. Over thirty 
periodicals are examined each month for that purpose. 

We file, record and publish in the Bulletin trade-mark slogans, 
in use by members, thereby affording a record of the members’ 
use and claim. 

All searches in our own records are without cost to members. 
Searches in other records, official or unofficial, are furnished 
at cost. 

We have facilities for investigating any question of fact affect- 
ing a trade-mark, as whether a mark is in use and on what goods, 
when it was first used, whether infringing goods are on sale in 
any market, and by whom. These investigations are conducted 
for members at actual cost, usually nominal. 

We can furnish promptly copies of court opinions in cases of 
trade-marks or unfair competition, in typewritten form at the 
cost of typing. 

Our facilities for arbitrating disputes affecting trade-marks 
are discussed at length in the Bulletin of January, 1929. 

Proposed legislation on the subject of trade-marks receives 
the constant and careful attention of the Association. The 
organization has been of inestimable value to trade-mark owners 
in promoting proper legislation and opposing what is harmful. 
In foreign countries, as well as in the United States, the Asso- 
ciation has secured the enactment or amendment of laws in 
important instances. We should be glad to send on request an 
issue of the Bulletin detailing our work in this last particular. 








